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DETAILED ACTION 
Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

1. Claims 1 and 11 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

2. Claims 1 and 1 1 provide for the use of an index mark added to a data entry, but, 
since the claim does not set forth any steps involved in the method/process, it is unclear 
what method/process applicant is intending to encompass in order to add the index 
mark to each entry. A claim is indefinite where it merely recites a use without any 
active, positive steps delimiting how this use is actually practiced. Support is not shown 
as to how the adding of an index mark is achieved. It is not disclosed how the user or 
client initiates the adding of an index mark (e.g., by use of a button, a GUI, mouse, 
voice command, etc.), and further, how an index mark is added to every Nth entry. 

Claims 1 and 1 1 are rejected under 35 U.S.C. 101 because the claimed recitation 
of a use, without setting forth any steps involved in the process, results in an improper 
definition of a process, i.e., results in a claim which is not a proper process claim under 
35 U.S.C. 101. See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and 
Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1-4, 6, 8-12, 14, and 15 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over applicant's admitted prior art in view of Nishikawa (USPN 6,836,565 

B1). 

As best understood by Examiner, with respect to claim 1 , applicant discloses on 
page 2, lines 2-4 of the specification, a method comprising: identifying a printer menu 
hierarchy, wherein the printer menu hierarchy includes multiple levels of data entries 
(page 2, lines 14-16). 

Barrett does not disclose analyzing each level of data entries to determine the 
number of data entries associated with each level and that for each level of data entries 
having at least N data entries, adding an index mark to every Nth data entry in the level 
of data entries. 

Nishikawa teaches of a directory window (see Figs. 13, and 17) having data 
listings in a tree structure that are numbered (usr1, usr6) that can be selected. Once 
selected, by a mouse cursor or the like, the background color of the data listing is 
inverted (indicative of an index mark). 

Barrett in view of Nishikawa are analogous art because they are from the similar 
problem solving area of enhancing a data listing. At the time of the invention, it would 
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have been obvious to a person of ordinary skill in the art to add the inversion of 
background color to a listing of a hierarchical structure of Nishikawa to the disclosed 
prior art menu maps of Barrett in order to obtain an edited printer menu listing. The 
motivation for doing so would be to highlight or tag an entry. 

With respect to claim 2, Barrett discloses, in admitted prior art a method 
comprising printing the printer menu hierarchy (page 2, lines 2-4). Barrett does not 
disclose including the added index marks in the printer hierarchy. 

Nishikawa teaches of a directory window (see Figs. 13, and 17) having data 
listings in a tree structure that are numbered (usr1 , usr6) that can be selected. Once 
selected, by a mouse cursor or the like, the background color of the data listing is 
inverted (indicative of an index mark). 

Barrett in view of Nishikawa are analogous art because they are from the similar 
problem solving area of enhancing a data listing. At the time of the invention, it would 
have been obvious to a person of ordinary skill in the art to add the inversion of 
background color to a listing of a hierarchical structure of Nishikawa to the disclosed 
prior art menu maps of Barrett in order to obtain an edited printer menu listing. The 
motivation for doing so would be to highlight or tag an entry. 

With respect to claim 3, Barrett does not disclose a method as recited in claim 1 
wherein N is five. 

Nishikawa teaches of a directory window (see Figs. 13, and 17) having data 
listings in a tree structure that are numbered (usrl , usr6) that can be selected. Once 
selected, by a mouse cursor or the like, the background color of the data listing is 
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inverted (indicative of an index mark). It is obvious that any entry of Nishikawa in Figs. 
13 and 17 may be selected. 

Barrett in view of Nishikawa are analogous art because they are from the similar 
problem solving area of enhancing a data listing. At the time of the invention, it would 
have been obvious to a person of ordinary skill in the art to add the inversion of 
background color to a listing of a hierarchical structure of Nishikawa to the disclosed 
prior art menu maps of Barrett in order to obtain an edited printer menu listing. The 
motivation for doing so would be to highlight or tag a particular entry. 

With respect to claim 4, Barrett disclose a method as recited in claim 1 wherein 
the printer menu hierarchy is stored in a printer associated with the printer menu 
hierarchy (menu map for a particular printer can be printed, page 2, lines 16-18). 
Examiner notes that it is obvious that the menu map is stored on the particular printer. 

With respect to claim 6, Barrett discloses a method as recited in claim 1 wherein 
the method is performed in response to a request to generate the printer menu 
hierarchy. Examiner notes that when printing the menu hierarchy, it would be obvious 
that a request was done by a user to generate the menu listing. 

With respect to claim 8, Barrett discloses a method as recited in claim 1 wherein 
the data entries in the printer menu hierarchy include information related to printer 
settings (see page 2, lines 4-6). 

With respect to claim 9, Barrett does not disclose a method wherein the index 
mark is a distinguishing characteristic applied to appropriate data entries. 
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Nishikawa teaches of a directory window (see Figs. 13, and 17) having data 
listings in a tree structure. Once a data listing is selected, by a mouse cursor or the like, 
the background color of a data listing is inverted (indicative of an index mark). 

Barrett in view of Nishikawa are analogous art because they are from the similar 
problem solving area of enhancing a data listing. At the time of the invention, it would 
have been obvious to a person of ordinary skill in the art to add the inversion of 
background color to a listing of a hierarchical structure of Nishikawa to the disclosed 
prior art menu maps of Barrett in order to obtain an edited printer menu listing. The 
motivation for doing so would be to highlight or tag an entry. 

With respect to claim 10, Barrett discloses a method as recited in claim 1 wherein 
the index mark is a symbol added to appropriate data entries. 

Nishikawa teaches of a directory window (see Figs. 13, and 17) having data 
listings in a tree structure that are numbered (usr1 , usr6) that can be selected. Once 
selected, by a mouse cursor or the like, the background color of the data listing is 
inverted (indicative of an index mark). 

Barrett in view of Nishikawa are analogous art because they are from the similar 
problem solving area of enhancing a data listing. At the time of the invention, it would 
have been obvious to a person of ordinary skill in the art to add the inversion of 
background color to a listing of a hierarchical structure of Nishikawa to the disclosed 
prior art menu maps of Barrett in order to obtain an edited printer menu listing. The 
motivation for doing so would be to highlight or tag an entry. 

Claim 1 1 is rejected for the same reason as claim 1. 
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Claim 12 is rejected for the same reason as claim 2. 

Claim 14 is rejected for the same reason as claim 3. 

Claim 15 is rejected for the same reason as claim 10. 
4. Claims 5, 7 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Barrett's admitted prior art in view of Nishikawa (USPN 6,836,565 B1), and further 
in view of Webb et al (USPN 5,727,135). 

With respect to claim 5, Barrett's admitted prior art does not disclose a method 
wherein the printer menu hierarchy is stored remotely from a printer associated with the 
printer menu hierarchy. 

Webb et al teach of a printer menu that is remotely shown at a host computer a 
distance away from a plurality of printing devices and configuration settings of these 
remote printers can be controlled and saved from the host, see Fig. 1, and col. 10, lines 
49-55). 

Barrett and Webb et al are analogous art because they are from the similar 
problem solving area of saving printer menu data. At the time of the invention, it would 
have been obvious to a person of ordinary skill in the art to add the feature of Webb et 
al to Barrett in view of Nishikawa in order to obtain a method of remotely saving printer 
data. The motivation for doing so would be to save information at a more convenient 
location. 

With respect to claim 7, Barrett does not disclose a method as recited in claim 1 
further comprising: 
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retrieving the printer menu hierarchy from a printer using a computer coupled to 
the printer; and 

displaying the retrieved printer menu hierarchy using the computer, wherein the 
displayed printer menu hierarchy includes the added index marks. 

Webb et al teach of a printer menu that is remotely shown at a host computer a 
distance away from a plurality of printing devices and configuration settings of these 
remote printers can be controlled and saved from the host, see Fig. 1, and col. 10, lines 
49-55). Webb et al also teach of an asterisk to signify that the value for the item is now 
a setting. Barrett in view of Nishikawa and Webb et al are analogous art because they 
are from the similar problem solving area of enhancing a data listing. At the time of the 
invention, it would have been obvious to a person of ordinary skill in the art to the 
remote host computer feature to the disclosed prior art menu maps of Barrett in order to 
obtain an edited printer menu listing. The motivation for doing so would be to highlight 
or tag an entry. 

Claim 13 is rejected for the same reason as claim 7. 
5. Claims 16-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Streefkerk et al (USPN 6,058,277) in view of Barrett's admitted prior art and further in 
view of Nishikawa (USPN 6,836,565 B1). 

With respect to claim 16, Streefkerk et al disclose a printer (printer combination 
108, see Fig. 1 ) comprising: 

a processor (controller 111, Fig. 1) configured to communicate with a storage 
device in the printer and to communicate with other devices coupled to the printer 
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(controller 111 communicates with workstations 105, 106, printer 102, 103, col. 4, lines 
19-27); and a storage device (workstation 105 which stores image information, col. 4, 
lines 10-15) coupled to the processor. 

Streefkerk et al do not disclose a storage device containing a printer menu 
hierarchy associated with the printer, and wherein the printer menu hierarchy includes a 
plurality of data entries and an index mark associated with every Nth data entry in the 
plurality of data entries. Barrett discloses, in admitted prior art, a printer containing a 
printer menu hierarchy including multiple levels of data entries (page 2, lines 2-4). 

Nishikawa teaches of a directory window (see Figs. 13, and 17) having data 
listings in a tree structure that are numbered (usr1 , usr6) that can be selected. Once 
selected, by a mouse cursor or the like, the background color of the data listing is 
inverted (indicative of an index mark). 

Barrett in view of Nishikawa are analogous art because they are from the similar 
problem solving area of enhancing a data listing. At the time of the invention, it would 
have been obvious to a person of ordinary skill in the art to add the inversion of 
background color to a listing of a hierarchical structure of Nishikawa to the disclosed 
prior art menu maps of Barrett in order to obtain an edited printer menu listing. The 
motivation for doing so would be to highlight or tag an entry. 

With respect to claim 17, Streefkerk et al do not disclose a printer wherein the 
processor is further configured to print the printer menu hierarchy, including the index 
marks. 
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Barrett discloses, in admitted prior art, a printer containing a printer menu 
hierarchy including multiple levels of data entries (page 2, lines 2-4). 

Nishikawa teaches of a directory window (see Figs. 13, and 17) having data 
listings in a tree structure that are numbered (usr1 , usr6) that can be selected. Once 
selected, by a mouse cursor or the like, the background color of the data listing is 
inverted (indicative of an index mark). 

Barrett in view of Nishikawa are analogous art because they are from the similar 
problem solving area of enhancing a data listing. At the time of the invention, it would 
have been obvious to a person of ordinary skill in the art to add the inversion of 
background color to a listing of a hierarchical structure of Nishikawa to the disclosed 
prior art menu maps of Barrett in order to obtain an edited printer menu listing. The 
motivation for doing so would be to highlight or tag an entry. 

With respect to claim 18, Streefkerk et al disclose a printer as recited in claim 16 
wherein the storage device is a non-volatile memory device (workstation 105 which 
stores image information, col. 4, lines 10-15). 

With respect to claim 19, Streefkerk et al disclose a printer as recited in claim 16 
wherein the storage device is a hard disk drive (workstation 105 which stores image 
information, col. 4, lines 10-15). 



Application/Control Number: 10/053,157 
Art Unit: 2626 



Page 11 



Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thomas J. Lett whose telephone number is (571)272- 
7464. The examiner can normally be reached on 7-3:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kimberly A. Williams can be reached on (571)272-7471 . The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




